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20) In re Mogen David Wine Corp., 372 F.2d 539, 542, 152 USPQ 593, 595 (C.C.P.A. 1967);
TMEP 1202.02(b)(Q).

21) Grote Indus. Inc. v. Truck-Lite Co., 126 USPQ2d 1197, 1213 (TTAB 2018).

22) TMEP 1202.02(b)().

23) 529 U.S. 205, 120 S.Ct. 1339, 146 L.Ed.2d 182, 54 U.S.P.Q.2d 1065 (U.S.N.Y. 2000).
24) Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342 (1977).
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25) 529 U.S. 205, 120 S.Ct. 1339, 146 L.Ed.2d 182, 54 U.S.P.Q.2d 1065 (U.S.N.Y. 2000).
26) TMEP 1202.02(b)(ii).
27) 338 F. 3d 1348 (Fed. Cir. 2003).
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Lanham Act AR2E(DoNA FHH AHES &9 AEEE FHAS5S AR g 552
TSt ek AR (a)FE (e)7HA] 571 2F0lA= dESEC] AZE0|oF dl= A}
ol st 785kl = whHo| (DollA= A&l ek dAMFEAl AREol sf 4]
HEE F5ote] 550 7Hedt Ao tisto] skl Q.32

31) TMEP 1202.02(b)(ii).
32) (H)Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) of this

section, nothing in this chapter shall prevent the registration of a mark used by the
applicant which has become distinctive of the applicant’s goods in commerce. The
Director may accept as prima facie evidence that the mark has become distinctive, as
used on or in connection with the applicant’s goods in commerce, proof of substantially
exclusive and continuous use thereof as a mark by the applicant in commerce for the
five years before the date on which the claim of distinctiveness is made. Nothing in this
section shall prevent the registration of a mark which, when used on or in connection
with the goods of the applicant, is primarily geographically deceptively misdescriptive
of them, and which became distinctive of the applicant’'s goods in commerce before
December 8, 1993.

A mark which would be likely to cause dilution by blurring or dilution by tarnishment
under section 1125(c) of this title, may be refused registration only pursuant to a
proceeding brought under section 1063 of this title. A registration for a mark which
would be likely to cause dilution by blurring or dilution by tarnishment under section
1125(c) of this title, may be canceled pursuant to a proceeding brought under either
section 1064 of this title or section 1092 of this title.
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¥ ASYE et A2E FA7

ZUNES] S 7|24 AHLo] wepA] JARS ASEolut 59 FU| AL
AR 3 HPol fhato] Agol gt AlRAL HEWLS A B 4 Ut 1
A A9 2UAS Aol g AFHS F] A FAGEE AEStolok Tt

2. 2(f) && E= MHAQ SE8t |AHY

Lanham Act 2(f)o] @& ARgo] oJst AJ¥HE HE 94 F sty A5E AR}
AEoly AMH|ATE FAFSEAL ARV 57t 9ol

33) 37 C.F.R. § 2.41 Proof of distinctiveness under section 2(f).
(a) For a trademark or service mark -

(1) Ownership of prior registration(s). In appropriate cases, ownership of one or more
active prior registrations on the Principal Register or under the Trademark Act of
1905 of the same mark may be accepted as prima facie evidence of distinctiveness
if the goods or services are sufficiently similar to the goods or services in the
application; however, further evidence may be required.

(2) Five years substantially exclusive and continuous use in commerce. In appropriate
cases, if a trademark or service mark is said to have become distinctive of the
applicant's goods or services by reason of the applicant's substantially exclusive and
continuous use of the mark in commerce for the five years before the date on which
the claim of distinctiveness is made, a showing by way of verified statements in the
application may be accepted as prima facie evidence of distinctiveness; however,
further evidence may be required.

(3) Other evidence. In appropriate cases, where the applicant claims that a mark has
become distinctive in commerce of the applicant's goods or services, the applicant
may, in support of registrability, submit with the application, or in response to a
request for evidence or to a refusal to register, verified statements, depositions, or
other appropriate evidence showing duration, extent, and nature of the use in
commerce and advertising expenditures in connection therewith (identifying types of
media and attaching typical advertisements), and verified statements, letters or
statements from the trade or public, or both, or other appropriate evidence of
distinctiveness.
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34) TMEP 1212.04(c).

35) 6 USPQ 2d 1475 (TTAB 1988).
36) 125 USPQ 308 (TTAB 1960).
37) Id.

38) TMEP 1212.04(b).
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39) In re Del E. Webb Corp., 16 U.S.P.Q. 2d 1232 (T.T.A.B. 1990).

40) E.T. Browne Drug Co. v. Cococare Products, Inc., 538 F.3d 185, 200, 87 U.S.P.Q.2d 1655
(3d Cir. 2008)

41) McCarthy, supra note 7, §15:67 (2022).
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43) TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 121 S. Ct. 1255, 149 L. Ed.
2d 164, 58 U.S.P.Q. 2d 1001 (2001).
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(BNA) 1030 (D. Conn. 2004).
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51) Id.
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with EEA relevance);

- Directive (EU) 2015/2436 of the European Parliament and of
the Council of 16 December 2015 to approximate the laws of
the Member States relating to trade marks (Text with EEA
relevance) : ‘EUTMD’e+ F3&

- EU A#3(Council Regulation (EC) No 40/94 of 20 December
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718} ®AO 3 HE" [Gesetz itber den Schutz der Marken und sonstigen
Kennzeichen: “Markengesetz” (MarkenG)]°e] 1995¢ 19 1¥HE A=l .

2. 4EO| ol U JI5

7. 4= 39

Article 4 [Signs of which an EU trade mark may consist]

An EU trade mark may consist of any signs, in particular words, including

personal names, or designs, letters, numerals, colours, the shape of goods or

of the packaging of goods, or sounds, provided that such signs are capable of:

(a) distinguishing the goods or services of one undertaking from those of
other undertakings; and

(b) being represented on the Register of European Union trade marks (‘the
Register’), in a manner which enables the competent authorities and the
public to determine the clear and precise subject matter of the protection
afforded to its proprietor.

U ABEAY A3E D EU AHA2 A4z Qstd, A= o 7199 AF E=
AMBIAE T8 7|99 AT AET 5 Qe ﬂx]i/ﬂ g5kl Ao FHRARA]
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4 A+=(being represented) EA"2HH ojuwst EX|ZE F

SAGERA 552 & A=F WA S AT

EZ3E FAF

5) ‘A BEY(Verkehrsdurchsetzung)s 5 0 & HHEH7|E dl=t], ol= 2 HF A&l gt

Aue HET Aol SAe Aol

6) BGBI. 1. 3082 .
7) ol Y AEY A3x A1 EAZH o= A9 FUsIT}. Section 3 [Signs eligible for protection
as trade marks]

(1) All signs, particularly words including personal names, designs, letters, numerals,
sounds, three-dimensional designs, the shape of goods or of their packaging as well
as other wrapping, including colours and colour combinations, may be protected as
trade marks if they are capable of distinguishing the goods or services of one
undertaking from those of other undertakings.
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sonstige Aufmachungen einschlieBlich Farben und Farbzusammenstellungen)>
of" 7|49 AF Ee AHIAE OE 7|99 AT AET o S Holle HEEA
HoHET AL +45t0] 1) AeptEAEE S 7L Qe BE FHY EAO Histo]
BREDO AA 7S Fo] w1 Arh v AEH ARR A2l Qshd AE

o

o[il-f‘

8) FHAY H4EAH A3x (b), FHFF A4x (b).

9) = EUTMD Article 4(1)(e)()-(iii).

10) FES8AEC) A14d 2= RS Z3HA]7]7] 915t EU ZEA-S AAQstHA A3RAN1A
A A2x)oA et Zo] 758U E FESTIHRLH, o] 9] X3 7+ #HL EU AR o=
O E ojojA A7x AT (e)ZoA TYsHA AN 5d I= ZHA 5 FH9Y =272
olg|gt HA9] FYUF EU AHAH-Z ol ste] A=t Aol vtgstar ot A Y, “SdolA
o] AR B3, &} A, 2000; F3A, 71s89E A, FJAESAH2012), 45-501H.

1) 59 Z4xE9 A3 A1 EU ZEAY A3ZRE ol et A&, EU AHEA2F A4zl sigs}
= 8ol
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(1) A8 A3z oqu]ofM FERA HEE W2 5 9l
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=g > gt

Q) e Z+ 39 AEE 529 + 9o
1. Aol gl= AMH,

2. 37 B4, Y 54, 7, A, Y A7) B £ AlISAIZIE YEdle A
EE AFE B AELY O He E4S UEdied 719E 5 e BAY BAMOR 74
d

3. HEEAZORE H 7Ty FARICE FAHHE AH

4. - 14. (=)

(3) 5=l Bt 270l igjA7] Ao ALg € 23k JE 243 ddE AF B Av20] i
FE AATE AE EA2A FA A dANA &9 | B AT AlE, A2z 9 A3ze F
SHA =t

14) S, FEEO] R AE Fe) B0 BAYT T bl A A43E, 2014, 93-94%.

15) EHBA/5S S84 T AZGA] YL Aol 4FL THES She S axR T 3O
23t gof AR 240 A8 FAHEIEH goodwil)S BT FATHE AR T FEug
7Pk R - R, TAARAREA4),, TR, 2019, 518-519%.

16) $349] 691, T AR UHGEHA2E),, FEAH2013), 58-62%.
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17) et8d, "FEATY SLdHY0| UE dr7|soled JrdEY "Y', AIHE, 270), =B D
HESHD], 2017, 197-198H.

18) AR5 CinzanoWA(EY AL, 1973. 2. 2)2 Hi=+e 5¢ w9 dAoly &
o] = IF T2 JAES FHota Ut o, EO] By HHES A9 tFEE WP
oz ARHw ddHom JEsy grFe B 21 qoid AAH Y4
A TOo= notst= Ak YA, 11 W&ol oA w2 ARV EL FStH Eelt

19) L'Oréal SA v Bellure NV (C-487/07) 18 June 2009; Case C-323/09, 22 September 2011
ECIe AL & AR FAE & As] AESHAA, ZAATE EAAR 55U 4F = Al
H| Ao SEARS} 5YUT HAIE F2 "ol FA7Is0] Asi=y, ABA7 54e FEE AMESHH
FEAREY] Ao FE PR I A= FAT 5 giokal WAIsH3H). BGH, Beschluss vom
06.02.2013 - I ZR 67/12 = SIPARIL. EL3HoNA] A9 A4 ME2 FH7159 Al7ts8=
Q15k= AL Al7]sol2olgkal sttt BeckOK MarkenR/Mielke, 26. Ed. 1.7.2021, MarkenG
§ 14 Rn. 125-139.

20) mAHEte) W, WAEFEHS] thAREQY, %] o, G} P4o) ¥ mF Sol EH A}
glo|}.

21) European Union trade mark implementing regulation(Commission Implementing
Regulation (EU) 2018/626 of 5 March 2018 laying down detailed rules for implementing
certain provisions of Regulation (EU) 2017/1001 of the European Parliament and of the
Council on the European Union trade mark, and repealing Implementing Regulation

(EU) 2017/1431).
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EUTMR Article 7 Absolute grounds for refusal
1. The following shall not be registered:
(@ (3=h)
(b) trade marks which are devoid of any distinctive character;

© - (m) B

Apgeolg A7]9) AEI ERle] A4S RS AFE V(MRS
Hste, Lolrh B4l SAulEAQl Welg Fi o] FoIA AUWA o R(Eh
RIS BEHZIA B AYOE ASHTh E3 AHgo] o3 A

3 SREE
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= -
1 AEEo] gl BHS 5247171 A8 A B1g 22 o

o] Atgof 9t A 55}
Achs SA7E A2 E8E o stuiEte AlEdE SAE olgd B4 o] Mol 4dgo] gid
FHATS] Y=ol AAA Argo] st AEH S FEINASS YT 5 ofoF gt European
Court of Justice C-84/17 P, C-85/17 P, C-95/17 P (8% 2018 7¢¥ 25¢

23) = EUTMD Article 4(1)(b).
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24) 05/03/2003, T-194/01, Soap device, EU:T:2003:53, § 44.

25) EuGH, GRUR Int 2004, 631 - Henkel; EuGH, GRUR Int. 2004, 635 — Procter & Gamble;
EuGH, GRUR Int. 2005, 135 - Mag Instrument; EuGH, GRUR Int. 2005, 823 -
Eurocermex.

26) FuGH, GRUR 2002, 804 - Philips; BGH, GRUR 2001, 334, 335 - Gabelstapler I; BGH,
GRUR 2004, 502, 503 - Gabelstapler II.

27) EuGH GRUR Int. 2008, 52 - Form eines Lautsprechers.
28) EuGH GRUR Int 2004, 631 - Henkel.

29) BGH, GRUR 2010, 138 - ROCHER-Kugel.

30) EuGH, GRUR Int. 2006, 315 - BIC.
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31) 07/10/2004, C-136/02 P, Torches, EU:C:2004:592, § 30
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® 127: EUTMR A72 A13He) £4

AARES EUTMR Al7Z A1 e)ol e #A-ol&- il
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@ 294! B AA 9 4dEe g7}
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B4 GARSE AEEA 9 7hsAel A Hrk30

- gl UukA FAo] Mol AL Thpst tixglo] EAfske ool ofe] B
Hgel Aot FEHA Ut

32) (14/09/2009, T-152/07, Uhr, EU:T:2009:324; 04/05/2017, C-417/16 P, AALE EA AA]
(%), EU:C:2017:340).

33) 5% Y22 7tol=Ekel 10.3.1 Foll AAls] A= Ut

34) 19/09/2001, T-30/00, red-white squared washing tablet (fig.), EU:T:2001:223

35) 13/04/2000, R 263/1999-3, Tonnchen (3D).

36) 07/10/2004, C-136/02 P, Torches, EU : C : 2004 : 592, § 31.

37) 07/10/2004, C-136/02 P, Torches, EU:C:2004:592, § 32; 07/02/2002, T-88/00, Torches,

_92_



| mofol} S AvlglA 1 AAR ANt dE
9 AN AR AR £ PG e A
3}

[¢]

FET % 2] dat Bk A
B A UARIOR ool JANES BY 4EE 45| Helt ENE
o e A4S 9 5 gk

® 3 @A : QAR 24 EHEY)

A WA ACIA AARS YANES Edo] AR AEHS Hol¥ & Uk o

< 848 HEHEA AFE FI7HEoF et ofoA dXdh= AA™ Convergence
Project 904 of2fet 47F o8 Q40 wet offA QA4 =R dist 54 <

42 g5k Ak,

i) /ol 1‘4‘%‘:’:}0] 2 o FA| HAQ APdeo] JFE vA= 84 E 821 (CPY)

A AdEo] gle JAol I AA= AdEEo] Qe st 84
H, 1 #A= AAFCm AEeo] QIHEHN. Iy AEEgi=
& & (descriptive) 84= Ao A S BT 4 ¢
A

7%
EU XA QA 437t SAshe mE aaol 247

- BEA 4 59 a4

- A (FY W A R

SCES:}

o] BA/EY RAT FPHL 49, A2o] g ¥ L Bl g 8
Sg ek

- Bl gt a4l 371 / Wg;

- Bl ofgt 49] i,

¢

r

¢

EU:T:2002:28, § 37)
38) 19/09/2001, T-30/00, red-white squared washing tablet (fig.), EU:T:2001:223, § 49
39) 18/01/2013, T-137/12, Vibrator, EU:T:2013:26, § 34-36.
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40) HEHA ZZ(Opinion of the Advocate General of 14/07/2005, C-173/04 P, Standbeutel,
EU:C:2005:474).

41) BGH, WRP 2008, 797 - TUC-Salzcracker; BGH, WRP 2007, 1090 - Pralinenform; BGH, WRP
2005, 610 - Russisches Schaumgebick(Gallerten (Gelees), Konfitiiren, Fruchtmuse, feine
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L
S
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dreidimensionalen Marke in der Farbe Braun)(...Abbildungen, die sich in der
Darstellung der typischen Merkmale der Ware erschopfen, faBt der Verkehr
nicht als Hinweis auf die bewtriebliche Herkunft auf.” A

Backwaren und Konditorwasren" unter der Nr. 399 56 035 eingetragenen %

42) EuG, GRUR 2011, 425 - Goldhase.

43) BPatG, GRUR 2011, 68 — Goldhase in neutraler Aufmachung.
44) ¥rgt, 49 =, 1034.

45) EuG GRUR Int 2006 413 - Form einer Plast1kflasche
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o o]
A2 QS AEBele] HSo] A4E 4 o BANAG B, S
PEAL AT ANLATE B2 EA golw 4F UL B4 719 4B ATAR
ANT 4 YA oi5r} FAoleky AT F, B AFS Av GANA FE7t
AL Aol JEE SHEAZA 7153 olo] wet JEH AHgo] 95D >
QUeka BAISATE0 olohs WithE SEAPIATAL WS 4E 4o AL B
A9 A olA AEe ASHATHE LS 20| dFFfelol HMEh 2D

% QThE BAIBTESY

. QAT 7154 o

EUTMR Article 7 Absolute grounds for refusal
1. The following shall not be registered:
(@ - =hH
(e) signs which consist exclusively of:

(i) the shape., or another characteristic, which results from the
nature of the goods themselves;

(i) the shape, or another characteristic, of goods which is
necessary to obtain a technical result;

(iii) the shape, or another characteristic, which gives substantial

value to the goods:;

® - (m) (B=H)

EU A#2 A7z A1He)Z 7154 Hgol #Hsto "© A4F 1L AA9 4d
(nature)ol Al FEiot= FA = 7|EF EA(shape or another characteristic), @
7€ AIHEAIHE 271 98l 2o A4E9 I E= 7H 54, @ AE0 43
A(&44, substantial) 7 & Foist= A E= 7|8 EPLC 2T o|F0j7 HA|=
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48) EuGH, GRUR 1999, 723 - Chiemsee.

49) BPatG, GRUR 2011, 68 - Goldhase in neutraler Aufmachung.
50) BGH, GRUR 2010, 138 = WRP 2010, 260 — ROCHER-Kugel.
51) EuG, Urt. v. 17. 12. 2010 - T-395/08.
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52) 18/09/2014, C-205/13, Tripp Trapp, EU:C:2014:2233, § 19-20; 14/09/2010, C-48/09 P,
Lego brick, EU:C:2010:516, § 43; 06/10/2011, T-508/08, Loudspeaker, EU:T:2011:575, §
65.

53) Gotting, Gewerblicher Rechtsschutz, 11. Aufl. Miinchen (2020), S.373-379.

54) Fezer MarkenR, 4. Aufl. 2009, MarkenG § 3 Rn. 647-651.

55) 08/05/2012, T-416/10, Yosida Metal Industry Co v. OHIM EU; Justine Pila, Seville’'s EU
Intellectual Property Law and Policy, 3™ Ed., Elgar Publishing 2022, p. 402.

56) 06/03/2014, C-337/12 P — C-340/12 P , Surface covered with circles, EU:C:2014:129, §
55.

57) 18/09/2014, C-205/13, Tripp Trapp, EU:C:2014:2233, § 34.

58) 06/10/2011, T-508/08, Loudspeaker, EU:T:2011:575, § 44.

_99_



2023 Bench & Bar Conference

) AES] FAF ®E: 7|EF EZE UHexclusively) 02 FAE T wEbA Sl o)At
tagt 9 849 2A7F 2EE HASH] %=t

S~

=4 Y A3z AT dAGRY FEHA Uit AlRdol| Histe] EU Ad®Af
A7 AR )T Lt WEe=z F4star Aot & SEAREY A4
A1S)RET ofzt ARGl ogte] AHEdEE IS ARASEY A4z AT
ute]2of Al622020] ot FAGHGEY Adx A3%), & FRHLS Be
FHoll A&dtt. A8xAIA AL QU= 55

A3z A2F2 71574 Ar7h EAske AF-olle B

o =
4Ee ASsues JEAZH0] APHAL k.60

o°“

>1-E N DY

(D) AF 1 AAY Zdol 713 343/3% AYA JH (die warenbedingte Form)
EU AHEF2] A72 A1 e)D)ol st 45 1 AA| oA Fast= 4 &
= 7|8t EAENOE o|Roj AL JHEA BE5Eo] gt o] AF A= 2DE
3DE HAZL AEY AT X}ﬁiﬂi% 3H, & “Hil%ﬂ %i% A AFo=RE 14
S0l F&Hth. AF =°f, v 4Q

it}
oy, [
ot
(e}
9,
)
1o
>
m>~
r
==
rd I
0,
=2
i)
i
ol
O,

AT g RS FEY P § ACIE AolESl Y ALY A oS98
V 49 AEde] Ut FPYN F4 WA BE ¥R oS FEELS §iA
¢ R8T AYE AT & %c} S, 437t 4ES EHOE A g 53

59) 18/09/2014, C-205/13, Tripp Trapp, EU:C:2014:2233, § 21-22; 14/09/2010, C-48/09 P,
Lego brick, EU:C:2010:516, § 51-52.
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62) Kur, FS 100 Jahre Markenamt 175, 186.

63) Eichmann, Die dreidimensionale Marke im Verfahren vor dem DPA und dem BPatG,
GRUR 1995, 187.

64) BGH, GRUR 2004, 506 - Stabtaschenlampen II; BGH, GRUR 2004, 329 - Kise in
Bliitenform..

65) BGH, GRUR 2008, 510 - Milchschnitte.
66) BGH, GRUR 2010, 138 — ROCHER-Kugel.
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67) BGH GRUR 1995, 732, 734 - Fullkorper

68) BGH GRUR 1957, 215 - Flava-Erdgold; BGH GRUR 1974, 777 (779) -LEMONSODA; BGH
GRUR 1991, 838 - IR-Marke FE; BGH GRUR 1991, 136 (137) - NEW MAN.
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69) T FEo| FAHT HAVE FHEA SEot= AL AR % H|#5h= Asf(Bauer, “Die Ware
als Marke - Gedanken zur BGH-Entscheidung ‘Fillkorper’ -, GRUR 1996, 319, 320.)% 2]t}

70) Klaka, Schutzfihigkeit der dreidimensionalen Benutzungsmarke nach 8§84 Nr. 2 MarkenG:,
GRUR 1996, 613 (617). Wolfgang Berit, Das neue Markenrecht, 3. Aufl. Miinchen (1999),
S. 14.

71) 14/09/2010, C-48/09 P , Lego brick, EU:C:2010:516, § 43.
72) Eichmann, a.a.0., 186.
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73) Fezer, a.a.0., MarkenG 83 Rdn. 665-664. FAHWYH A25%0] &t g2 o3t 7428 Ao
AT}t BGHZ 11, 129 - Zahlkassetten; BGH GRUR 1957, 603 - Taschenstreifen; BGH GRUR
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409 -Wandsteckdose; BGH GRUR 1964, 621 - Klemmbaustein; BGH GRUR 1972, 122 -
Schablonen, BGH GRUR 1976, 434 - Merkmalklotze; BGH GRUR 1981, 517 - Rollhocker.

74) Gielen/Strowel, The Benelux Trademark Act: A Guide to Trademark Law in Europe, The
Trademark Reporter Vol. 5(1996), pp. 543-575.

75) Klaka, Schutzfihigkeit der dreidimensionalen Benutzungsmarke nach § 4 Nr. 2 MarkenG.,
GRUR 1996, 616
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78) BGH, GRUR 2006, 589 — Rasierer mit drei Scherkopfen.

79) BGH GRUR 1962, 459, 460 - Lichtkuppeln, BGH GRUR 1959, 423 -FuBballstiefel, BGH
GRUR 1980, 252, 253 -Sportschuhe.

80) BGH, GRUR 2010, 138 — ROCHER-Kugel.

81) 16/01/2013, R 2520/2011-5, SHAPE OF GUITAR BODY (3D), § 19.
82) Eichmann, a.a.O, 186.

83) BGH, GRUR 2008, 71 — Fronthaube.
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